
 

�������	
�� 
������������ ���

�������	
��
��������������� ����

�

�

 

 
�

Matthias LEISTNER and Manuel KLEINEMENKE 
��� ������

�

�� !�"#$%&
'�()*+,-./01�2345�

�6���789�

�

������� !"#$�%&'(")*+,�-./0123456'

(7589:;"<=>?@ABCDEFGHIJKLM��#$NOP

�-."QRS�TUVW�XYZ["\]P^_`�"abc��de�f

g%+)(X/08hi6�jk�lm!"nopqrs�tH'(� 
�����uvw0"xZ�-.%yzw0H):0,4'i{)8|5"#

$�}~�( �����}u��w0"�����{\]H�����%w�
{)4�4/0,4'i{)8��X!"�'*�S�i(75<=>?

@ABCDEFGHIJKLM��#$NOP�-.%+)("�'*�

0�HHw08����!"#$�_%��0 �����H����s���
�e3��'"|5"�����\1u" ¡X¢£�{#$���%¤

¥w0¦§%¨�©j{ª�3456w,3�Sw0«¬3­®'(*

i08|5"�'*�S�i(75#$������%��012%+)

���������������������������������
`������ �\]P^_�¯°)%±0�²{�³%+7"Petherbridge/Wagner, op. cit. 
supra note 313´µ8���� �¶·�\]P�°)%+)(!"Adelman, op. cit. supra 
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`��Cf., e.g., In re Bilski, 545 F.3d 943 (Fed. Cir. 2008), at 1005 (Mayer, J., dissenting); 
Biddinger, Limiting the Business Method Patent: A Comparison and Proposed Alignment 
of European, Japanese and United States Patent Law, 69 Fordham L. Rev. 2523, 2544 et 
seqq. (2001); Dreyfuss, Are Business Method Patents Bad for Business?, 16 Santa Clara 
Computer & High Tech. L.J. 263, 274 et seqq. (2000) [hereinafter: Dreyfuss, Business 
Method Patents]; Melarti, State Street Bank & Trust Co. v. Signature Financial Group, Inc.: 
Ought the Mathematical Algorithm and Business Method Exceptions Return to Business as 
Usual?, 6 J. Intell. Prop. L. 359, 391 (1999); Raskind, The State Street Bank Decision: The 
Bad Business of Unlimited Patent Protection for Methods of Doing Business, 10 Fordham 
Intell. Prop. Media & Ent. L.J. 61, 92 et seq. (1999); Schlicher, The Supreme Court, Bilski, 
and Sensible Limits on Patents, 91 J. Pat. & Trademark Off. Soc’y 523, 531 et seqq. (2009); 
Sfekas, Controlling Business Method Patents: How the Japanese Standard for Patenting 
Software Could Bring Reasonable Limitations to Business Method Patents in the United 
States, 16 Pac. Rim L. & Pol’y J. 197, 213 (2007); Xiang, How Wide Should the Gate of 
“Technology” Be? Patentability of Business Methods in China, 11 Pac. Rim L. & Pol’y J. 
795, 813 (2002).�
`��Cf., e.g., DiMatteo, The New “Problem” of Business Method Patents: The Convergence 
of National Patent Laws and International Internet Transactions, 28 Rutgers Computer & 
Tech. L.J. 1, 21 et seqq. (2002); Hamilton, Reducing the Patent Incentive: Federal Circuit 
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5"./�0�w1(�4��323 3�Ç'5`�8~�("45�6"

457Þ89:Þ�{;ë<;!"ÍÕ#$��0X!#$3=�0�H

uX7{)`Á85ý'":Þ�{>6�?@�Ae!"#$�ÝÞH{Ø

B0``8#$ÝÞ,6C*�i0hi6�DíEF@%+)(!"Ö7%

Æ5Ø"
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Revisits Patentable Subject Matter in Ex Parte Bilski, 90 J. Pat. & Trademark Off. Soc'y 
678, 678, 683 (2008); Keeley-Domokos, State Street Bank & Trust Co. v. Signature Finan-
cial Group, Inc., 14 Berkeley Tech. L.J. 153, 167 (1999).�
`,�447 U.S. 303 (1980).�
`��Id. at 309.�
`Á�Id. at 309 (citing Parker v. Flook, 437 U.S. 584 (1978); Gottschalk v. Benson, 409 U.S. 
63, 67 (1972); Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 130 (1948); 
O'Reilly v. Morse, 56 U.S. 62 (1853); Le Roy v. Tatham, 55 U.S. 156 (1852)); see also Dia-
mond v. Diehr, 450 U.S. 175, 185 (1981).�
``�Cf. Le Roy v. Tatham, 55 U.S. 156, 175 (1852).�
����wX%�Á,Á×%!"Ex parte Abraham, 1868 Comm’r Dec. 59, 59 (Comm’r Pat. 1868) 
%�)("#$QÖR!"�¬�ST�M�%+)(#$3U�w0�H!"V�

�WX%Yw0�H'()58See also United States Credit System Co. v. American 
Credit Indemnity Co., 53 F. 818, 819 (S.D.N.Y. 1893)��Z[O�IJKL¯\�M��!
#$3=�6i{)H'5�.�IJKLM��#$NOP%&w0�¶�qr]�
 X/0 Hotel Security Checking Co. v. Lorraine Co., 160 F. 467, 469 (2d Cir. 1908) %
�)("s�t!"^SX!/0u"�?_`aH�9+�6i(){)"IJK
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Benson �_� ���%�)("����s!"¶È("<=>?@ABCD
EFGHIJKLM��#$NOP�-.3¯Øxù58����s!"

f��%g	�;hEFiG3j'Çw#$kl@G!"#$�����V���

�����������[o�M�Va process[%m56{)"{n{6;"�i%#

$3oÈ0H;hEFiG4Ð�pq3oÈ0�H%{0,6X/0H
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H�òów�3Ç'5���8�� ��SH"�6% Parker v. Flook �_�
 ���89 Diamond v. Diehr �_� ��,%©0Ó¡�%©�("M�ºÓ�

�������������������������������������������������������������������

LM��x�yz4Ð{!"�4!*|}'5H'(4"`� �an art� H!):{
)�H'"~�(#$3=�6i{)H'58�

����Cf. Manual of Patent Examining Procedure (MPEP) (6th ed., January 1995), available 
at <http://www.uspto.gov/web/offices/pac/mpep/old/mpep_E6R0.htm>, § 706.03(a)V�IJ
KL�M�!"l�M� �process or method� �©j%~Æi0u"��z#$ÝÞ
�{��%�6I"de'(©)�Hw0�; Grusd, Internet Business Methods: What 
Role Does and Should Patent Law Play?, 4 Va. J.L. & Tech. 9, para. 16 (1999). But cf. 
Wiese, Death of a Myth: The Patenting of Internet Business Models After State Street Bank, 
4 Marq. Intell. Prop. L. Rev. 17, 31 et seq. (2000)��Hotel Security Checking �_Y4{�"
��� !IJKLM�HoÈ0���/0ºÓ%+)(#$3U�'()0Hw
0�.�
����409 U.S. 63 (1972).�
����Id. at 72.�
����Id. at 70.�','"��s!"#£�«�H�9+7"�!�3/0ÚÛ,6è
�ÚÛ%�tw0H)j�^_3�5�{�i;"M�ºÓ#$!�#'B{)�

H)j�H3��w04�X!{) 4Ó6,%'58Id. at 71.���©j%"�_
� !"<=>?@AB��û��;u#$3l�=�6i{)H'5�X!{*"

veP�/0#�u;hEFiG�y%/0��û��;�#$NOP3�£'

5%H¨|08�

����437 U.S. 584, 594 (1978).���_%��0ºÓ!"������%��0��&
'���£89���M�%&w04�X/08Gottschalk v. Benson �_�ÝÞH
��"��M�!?�xg	�;hEFiGX/�58�

��,�450 U.S. 175, 184 (1981).�-.H{�5kl@G!"��EG���%&w0;
�
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ºÓ%+)("IJKL�M�X/0,�,3]§Ru�¨w0©^!{

)H�#$3ªe'"<=>?@A%©Ø?¢�i0ºÓ�#$NOP%

+)(4"è�ºÓ%«ew0�H�¬?£�x�^_%�w)(�¨w

0�HH'5��`8��M­�����"<=>?@A%©Ø?¢�i0I

JKL�M�%+)("#$3U�w09u)*+,®¬"+)%"�����

%©0À·�{ State Street Bank �_� ���X]§3=�0�HH{�58�
State Street Bank �_!"¯@C=p°(�±Vmutual fund[�5È�"

/0²�°(�x�y3?¢w05È�<@A³òöLíG%&w0#

$3°j4�X/�58���_X"�����!"�����#$3´�'"I

�������������������������������������������������������������������

hEFiG3µ2w04�X/�58kl@G�i5M�!"p�¶·3O%�¸

'"h��¸�3<=>?@A%¹Ø"<=>?@Au���ºG3O%��'"

»��¼½º%p3¾�0©j�¿3¹0H)j4�X/08����s!"mÀ

kl@Gu"hi4ÐH'(!"g	�;hEFiGX!{*?@�{-.3| 

w0M�%Á�6i54�X/0H'5�ÂÕ&ÃB#$xrs�t ������ ��
 3´�'58�

�����i6�)+���s� !"';';�#$NOP)m� �the “patent-eligibility 
trilogy”[�HÄ;i08�
��Á�E.g. § 706.03(a) MPEP (6th ed., January 1995), cited supra note 101, was deleted in 
1996, cf. MPEP, 6th ed., Rev. 2 (July 1996), available at <http://www.uspto.gov/web/offices 
/pac/mpep/old/mpep_E6R2.htm>.�
��`�Cf. § 2106 MPEP (7th ed., July 1998)V�mQÅÆ!"IJKL�M�%Á�6i5
kl@G�«�{°)%ÇÈ'(758kl@G%+)("IJKLM�H)j�

�u{�i017X!{)8h�©j{kl@G!"©^%A¬ÉëÊFë=%~

�("è�M�kl@GH��%°Æi017X/0ËÌ�.�
����State Street Bank v. Signature Financial Group, 149 F.3d 1368 (Fed. Cir. 1998).�
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:Þ�{;ë<;%w�{)ÎØ%�)("#$�ÝÞH{6{)�u"

;hEFiGu�veXÏÐ�,+7?�{��Va “useful, concrete and 

tangible result”�Ì���3456w$�%!"#$�ÝÞH{0�H3�£w0

ÏÐu{*"#$�x�#$�ÝÞ%&w0�IJKLM��9*�!�4

!¤«eNO{�>6H!):{)�H'5���8�

��� H"�i3�6%Ó¡�'5"������ AT&T Corp. v. Excel 

Communications, Inc. �_� ���!"ÍÕ%�)("IJKLM��#$U
�NOPÑ�Ò3 Ó%2�0�H%{Ø"h���"IJKLM�#$

�5È%�5%
�6i5�kFL����%���i0#$bcu"� 

'58','{u6"IJKLM�%±0#$bc�� "h'("U�

�i5#$�jkHÈ(ß*%&±'5-.VñH'("���p�#$

���P89\]P�^_H"hi6�#$u®ybwÔåæ�ÚÛ89

#$�Õ%©0fÐ�{<LûH%&w0Ö×X/�5[!"G4{*"

ß*�Ø�3nÈ0�HH{�5���8�6%"����u�9�3«e'(#

���������������������������������
����Id. at 1373. �
����Id. at 1375.�
����172 F.3d 1352 (Fed. Cir. 1999).�
����See, e.g., Bagley, Internet Business Model Patents: Obvious by Analogy, 7 Mich. Tele-
comm. Tech. L. Rev. 253 (2001); Dreyfuss, Business Method Patents, op. cit. supra note 94; 
Gabay, The Patentability of Electronic Commerce Business Systems in the Aftermath of 
State Street Bank & Trust Co. v. Signature Financial Group, Inc., 8 J.L. & Pol'y 179 (1999); 
Hulse, Patentability of Computer Software after State Street Bank & Trust Co. v. Signature 
Financial Group, Inc.: Evisceration of the Subject Matter Requirement, 33 U.C. Davis L. 
Rev. 491 (2000); Kang/Snyder, A Practitioner’s Approach to Strategic Enforcement and 
Analysis of Business Method Patents in the Post-State Street Era, 40 IDEA 267 (2000); 
Keeley-Domokos, op. cit. supra note 95; Makin, Hotel Checking: You Can Check out Any 
Time You Want, but Can You Ever Leave? The Patenting of Business Methods, 24 Col-
um.-VLA J.L. & Arts 93 (2000); Melarti, op. cit. supra note 94; North, The U.S. Expansion 
of Patentable Subject Matter: Creating a Competitive Advantage for Foreign Multinational 
Companies?, 18 B.U. Int'l L.J. 111 (2000); Ogden, Patentability of Algorithms after State 
Street Bank: The Death of the Physicality Requirement, 82 J. Pat. & Trademark Off. Soc'y 
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LûV9:;����`�Vtechnological arts[�íLû��,[34�9�u

®yb'()0H|}'5�X/08�

IJKLM��#$NOP%&w0#$��Úß%+)("Ø�uà¾

'" ¡'55È"�áØ4�Vmischief[�3â��¨u '(*i0�

HÑ�·ãu�|�58h'("State Street Bank �_� ,6��×äxu
J�'5���Á×��å��æ"+)%"������¡�çVen banc[%©0À·

�{ In re Bilski �_� ���%©Ø"��-.u°Æi0�H%{�58�
�_!"<=>?@Ah�è�èéH!#a&±w�6i(){)"êë

¯\%��0ìíîï�5È�M�3Ó6,%'5IJKLM�#$%

&w04�X/�58�����]§R!"mÀºÓu�#£�èé%©�(

?_�i04�X{*"ð%":Þ�{;ë<;3ñ�'"?@�AeM

��Î£{*"òó%g	�{-.3| w04�%w�{)�H'"~

�("����`�%Á�6i(){)�H'5��Á8ðôõ#(3=�5

]�mVThe Board of Patent Appeals and Interferences ������[!"�9�%

ÏÐ�{)����`��íLû%¤Ð'5ö%�)(]§R!÷�()

5H'"�6%"kl@Gu#£�èé%ø8'(){)H'(4"�4

'4�ò�{ÝÞ�u/0ÚÛ,6Ò{0ÚÛ%�tw0�X/i;�"

h�kl@G!#$NO{ÝÞ%Á�6i54�HoÈ0��u/0�

�������������������������������������������������������������������

721 (2000); Porter, Should Business Method Patents Continue to be Patentable?, 29 S.U. L. 
Rev. 225 (2002); Raskind, op. cit. supra note 94; Stern, Scope-of-Protection Problems with 
Patents and Copyrights on Methods of Doing Business, 10 Fordham Intell. Prop. Media & 
Ent. L.J. 105 (1999). 
������íLû!"[O��
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 íLû�HÄ;i08�
��,�Cf. Barich, In re Bilski – Recent Developments in Method Claiming, 2009 U. Ill. J.L. 
Tech. & Pol’y 251, 253. 
����545 F.3d 943 (Fed. Cir. 2008).�
��Á�Id. at 950.�
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�u���×�%ªe'5"/0M�uveXÏÐ�,+7?�{��34
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'5���8�6%"�����]§R�lm%©Ø«e�i"|5
�à�lm

,64´��i()5����`��íLû%+)(!"ðÓ¡X/�("

�����s"�s�t�!h����s�t�)Ii4"��©j{í

Lû3ÓÇ�%ªe'5�H!{)��H,6"�ow0�HuX7{)

���������������������������������
��`�Id.�
����Id.�
���������
� !
�
�� �"��� íLû�!"�ÂÕ&ÃB#$xrs�t ����� ��
��l+X/08���`´µ� %©0"mÀíLû3
�'W��'5��)+�
� %zúX�w�6i58In re Freeman, 573 F.2d 1237 (CCPA 1978); In re Walter, 
618 F.2d 758 (CCPA 1980); and In re Abele, 684 F.2d 902 (CCPA 1982). ��íLû!"
�¼�{
X!"���+�Lí�C,6�08���kl@Gu"Gottschalk v. Benson 
� �)j�;hEFiG�3�Ów04�X/0,"hjX/0{6;�%"���

h�;hEFiG!��ò�{^��!M����%Ý'(«e�i()0 �ap-
plied in any manner to physical elements or process steps[�,8.�
����Id. at 959.�
����Id. at 959 et seq. 
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!"�«��!�tíLû�u«eNOX/0�H3Ó6,%'5xX"

-.H�i5#£�kl@G3�½'"mÀ��%��0kl@G!"#
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4�%w�{)H'5��Á8~�("�����!"]�m�mÀkl@G3d

ew0�¨3´�'5��`8�
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Bilski �_%��0s�x��õ#(!"h�ö%+7� 3­y'()0 �cf. 
Bilski v. Doll, Petition for a Writ of Certiorari, 2009 WL 226501, at 16 et seqq.�8Gottschalk 
v. Benson �_%�)("����s!"�M�#$!"#£�«��'*!èéH
�9+7"�!��'*!!"3rÒ{0ÚÛ�'*!�s%���u0�e3�
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63, at 71�"h�ö%+)(!ÓÇ�%�¨3%�'()58Bilski v. Kappos �_%
�)("x�3=�5����s!"���� ��«��!�tíLû�u�l�í
LûX/0H��¨3�£'58See infra III. 1.�
��,�Id. at 961.�
����Id. at 954.�
��Á�Id. at 964.�
��`�Id. at 966.�� ¦��� �Mayer"Rader 89 Newman &��� uYÝ��3Z1(
)08�
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���������������������������������
����Id. at 962.�YÝ��%�)("Newman ��H Rader ��!"ßg��u�i6
�ö3234-%0:3b'(){)ö3Ø�'()08Cf. id. at 1010 (Newman, J., 
dissenting):�ßg��!"','"#$^_�Õ%��0�45�/0 �4')� -
.�jk�)+%0:(){)8w{Æk"��� IJKLM�#$!\7¾7oÈ
6i0�,"��� M�3#$NOHw0"�ò��t�!«�%©0?_HoÈ6
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@A%©Ø?¢�i0M�!"¨�|X#$ÝÞHoÈ6i0�,H)j-.X/

0ËÌ; and id. at 1015 (Rader, J., dissenting).����� !"�9Ø6%�)(4"�i6�
�^{-.%0:(){)�H3Ø��i()08Cf., e.g., Barich, In re Bilski – 
Recent Developments in Method Claiming, 2009 U. Ill. J.L. Tech. & Pol’y 251, 261; Do-
noghue/Grill, In re Bilski: A Midpoint in the Evolution of Business Method Patents?, 7 Nw. 
J. Tech. & Intell. Prop. 316, paras. 26 et seq. (2009); McEniery, The Federal Circuit in 
Bilski: The Machine-or-Transformation Test, 91 J. Pat. & Trademark Off. Soc'y 253, 261, 
263 et seqq. (2009); Ocksrider, Patentability of Computer Software and Business Methods 
Post Bilski: A New Hope, 14 J. Tech. L. & Pol’y 179, 198 et seqq. (2009).�
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{)8#$�������ø=9%��s4�� Gottschalk v. Benson �_�
 ���89 Parker v. Flook �_� ��Á�|}%�w7"����s!"�«�
���������������������������������
����In re Bilski, 545 F.3d 943, at 959 (Fed. Cir. 2008).�
����?@�H�Ô"#
��� ��!h�YÝ��%�)("ßg��u��(���3
°�5"ßg���s���,6">?{*\)(75^S�%¤Ð'()0HØ

�'()08Id. at 1011 (Rader, J., dissenting).�
����See <http://www.supremecourtus.gov/orders/courtorders/060109zor.pdf>. 
����;<gSX�¤ØHØ�û@%+7�3´µ8See <http://www.supremecourtus. 
gov/oral_arguments/argument_transcripts/08-964.pdf>.�
����Bilski et al. v. Kappos, Docket No. 08-964, 561 U.S. ___ (2010).�
��,�','"Stevens ��uyA'"Breyer"Ginsburg 89 Sotomayor &��u�B'
5C$��!"#$NO{ÝÞ�TU%+)("D�{"�ø|}"¸¹�³89

«O��³312'()08Stevens ��%©i;"ßg��!�M� �proecess[�
H)j�ø3!*|'w�(�Ø"IJKLM�!EF�%ÍÕ%�)(#$NO

X/�5�H4{�i;"#$NOHG£�i5�H4{)HZ1()08��©

j%"Stevens ��!"��ö%+)(ßg��%��'(�6I"IJKLM�!
DíEF@H'(#$NOP3�£�i()0H'()08Cf. Bilski v. Kappos, No. 
08-964, slip op. at 47 (Stevens, J., concurring).��
����409 U.S. 63 (1972). Cf. supra III. 1.�
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����s� Bilski v. Kappos �_� �Y"ÍÕ#$�%��0IJK
LM��#$NOP!"¤5H'(ðÓ¡{Úß%/Ø"����"�����

]§R"/0)!#�S%©�(| �i017ß*�-.u1�()08

IJKLM�u"DíEF@H'(#$NOP3�£�i0�H!{)�

H"89�«��!�tíLû�uM��#$NOP3�¨w0�l�í

LûX!{)�HuÓ6,%!{�5u"����s!"#$������
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kl@G!"\7¾7#$NOHoÈ6i04�H�:0�HuX708

','"xû��s� Y!"�«��!�tíLû�3�5�{)kl

�������������������������������������������������������������������
��Á�437 U.S. 584 (1978). Cf. supra III. 1.�
��`�Bilski v. Kappos, No. 08-964, slip op. at 9.�
����Id., slip op. at 8.�
����Id., slip op. at 16.�
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����304 Fed. Appx. 866 (Fed. Cir. 2008).�
����581 F.3d 1336 (Fed. Cir. 2009).�
����Cf. Supreme Court Orders No. 08-1509 and No. 09-490 of Tuesday, 29 June 2010, 
available at <http://www.supremecourt.gov/orders/courtorders/062910zr.pdf>.�
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�6%"$�� ]�m!"����×�À·�{ Auction Method/Hitachi �_
] %�)("<=>?@ABCDEFG�!IJKLM�323"kl

@G�i5ºÓ�]§%��0�ö3"���P��-.,6�\]P

Vinventive step[��-.%ö�û�u"h���"$����������#$NO

���������������������������������
����Federal Court of Justice of 11 May 2000, X ZB 15/98, (2000) GRUR, 1007 – Spra-
chanalyseeinrichtung.�
��,�Id. at 1008.�
����Id.�
��Á�EPO Board of Appeal of September 8, 2000, T 931/95 – Pension Benefit Systems Part-
nership.�
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���������������������������������
��`�EPO Board of Appeal of April 21, 2004, T 258/03 – Auction Method/Hitachi.�
�,��EPO Board of Appeal of September 8, 2000, T 931/95 – Pension Benefit Systems Part-
nership.�
�,��Federal Court of Justice of 17 October 2001, X ZB 16/00, (2002) GRUR, 143 – Suche 
fehlerhafter Zeichenketten.�
�,��Êëj#$� � ����89���!"xZ� $�� ������89���H����£X/
08�

�,��Cf. Federal Court of Justice, (2002) GRUR, 143, at 144 et seq.�
�,��Id. at 144.�
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h�©j{#����P89\]P�y%©�("#$NOPu |08

~�("l£�Û�X��û��;3�:5<=>?@A!"lo�%�

��P�3�+H):0'"|5"<=>?@ABCDEFG!"mÀC

DEFG����`a%©0ÏÐ�{���-.�| �u��X\]

P3vw0�X/i;"#$NOX/0�,�8�

� �U"����× � å��æ%"$����¡]�mV$�%�[!"$���� Alison 

Brimelow ÖR,6U±�i5 � +��-%Ý'("��3µ�'5�,Á8h
��-!"$����0X�CDEFG�#$NOP%+)(]�mu¢�5"

��%�)�jVHñþ�i0[�¨%&w04�X/�5�,`8��U±

!"hi6��-u<=>?@ABCDEFG�#$NOP%&w0 $���

�?�fÐ��½3ùÈ04�X/�5�H,6"¡7{& 3Äúý8

h�5È"g�¡"¿�"	'"#$��t89¢¦,6"���3�:0

���������������������������������
�,��Cf. Federal Court of Justice of 20 January 2009, X ZB 22/07, (2009) GRUR, 479 – 
Steuerungseinrichtung für Untersuchungsmodalitäten; Federal Court of Justice of 20 April 
2010, X ZR 27/07; Federal Court of Justice of 22 April 2010, Xa ZB 20/08, (2010) GRUR, 
613 – Dynamische Dokumentengenerierung.�
�,,�Cf. Federal Court of Justice, (2010) GRUR, 613, at 616.�
�,��Cf. Federal Court of Justice, (2010) GRUR, 613, at 615.�
�,Á�Enlarged Board of Appeal of the European Patent Office of May 12, 2010, Case No. 
G 3/08 – Programs for Computers. �
�,`�Cf. Referral by the President of the EPO to the Enlarged Board of Appeal dated 23 
October 2008, Official Journal EPO 2009, 142.�
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CDEFG�#$NOP%&w0-.u"�){*����^P3�+H
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!"��]�m��+��¨V] [%��öVa divergence[u/0Ho
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w0Æ�X!{*"ä�%ªe�i5;CD@3u§¨�i5Ø© �i

5Øw0�Hu/ØB0H'"�_X-.H�i()0�94"�9��

���������������������������������
����Cf. Enlarged Board of Appeal of the European Patent Office of May 12, 2010, G 3/08, 
at 1 et seq.�
����$�� �������%©i;"]�m4Ð89 $�� ÖR�yu"�¡]�m%Ý'(
�-3U±w0�HuX708�¡]�m!"]�m�U±%Ý'(!]  �a 
decision� 3"ÖR�U±%Ý'(!�� �an opinion� 3ºbw08�
����Enlarged Board of Appeal of the European Patent Office of May 12, 2010, G 3/08, at 4.�
����Id. at 5.�
����?!"��U±!"ðl���]�m%©0Ò{0 �Hñþ�i5� ] 3ÏÐ
H'({�i54�X/08','"�¡]�m!"��U±�ÏÐH{�5] 

3'5]�mu"Ò{0��e=m@%©04�X/�5�H,6"�U±! $���
������� �£���ø%ª��X/0HoÈ58Cf. Enlarged Board of Appeal of the 
European Patent Office of May 12, 2010, G 3/08, at 7 et seqq.�
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/�58Ýµ�%"]�m��9�!"xZ'5©j{��������
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� ','"h�©j{º1�hu"���%"<=>?@A&�ºÓ�#

$NOP%+)("mF=L�Hi5"Àl�X{)Vdifferentiated["h

'(,{Ø��Ã�µX70;CD@33?7w0�H3NO%'5�

X/08,,0¶·3�Èwi;"z<=>?@A&�ºÓ�#$NOP

%&w0{-.%+)("l¯'5"rÓ{íLû3º1�u"hi3³

£�w0�H3?@%ay5H'(4"$���Hh�VòSx!NO{ÎØ
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����Id. at 17.�
��,�Id. at 22.�
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Ã)5©j%~Æi08w{Æk"Bilski v. Kappos �_� %�)("�
�s!"#$NO{ÝÞ��£%&'(�l�íLû3ªew0"�����

��
Ó�{Vformal[�;CD@3%YÝ'"©ØÄÅP�/0",-�

\1%Ý'(4ÝANO{;CD@33´�'58�j'("nopH�

`p�^��«�{mF=Lu"Ql�X�µP�/0"',4Æ%4Ç
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�

�����H����sH����e"89����su#$�_%�)( 
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9]§J�ÊYø>6Vthe principle of prosecution history estoppel[�º1

X/08zy%"��9!"#$�%��0nop�qrÂÃu"IJK

LM��$��©j%"#$ÂÃ��Ã��þ3456wH!©I'4Î

6{)�H3ÇwHH4%"-.�x !"��¢£PH"�� '�"

WËP89ÌÓ{���MÁw�H�G�ÍÎVlegal certainty vs. cor-

rectness, accurateness and transparent policy orientation of the law[X/0�H

3Ç'()08�

QRSH!"lo%"5H:#$�kl@G��øH�&±XÏÐuo

È6i{*(4"{�#$ÏÐ3oÈB0H)j"<Ñ=BD@x�òS

X/08QRS!"#$���TU3kl@G��ø©Ø�þw0å�3

�+5È"#$é�éêTU!#$�kl@G��ø%©�(Î'w�6

i0H)jlo�{>6�9*H�:6i0��Á8�iH&�w0]§J�

ÊYø>6H!"9*%Ýw09*H'("#$éàu#$bc`¾%�

���������������������������������
����See further also Jaeger, op. cit. supra note 5, at 83 et seqq.�
��Á�Cf. generally Schechter/Thomas, Intellectual Property: The Law of Copyrights, Patents 
and Trademarks (2003), § 20.2.2.�Ò{0�ä%��0QRS%+)(��U��iH
'("�3´µ8Cf. Pumfrey/Adelman et al., The Doctrine of Equivalents in Various Patent 
Regimes – Does Anybody Have it Right?, 11 Yale J.L. & Tech. 261 (2008-2009).�
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ÍÕ�%��0QRS�yÓ!"�Á��×�����s%©0 Winans v. 

Denmead �_� �Á�%Ô08�� %�)("����s!"#$�|}
%&'(�ø%¤Ðw0;CD@33ï�"#$ºÓHÕ�ÏÐèéH�

ËÌ%m5�("©ØfÐiÖ�{;CD@33ª�58��òS!"h

�Y"����s890×s�t%©�(«e�i"ÏÐ��i(758

����s!"À·�{ Graver Tank & Manufacturing Co. v. Linde Air 

Products Co. �_� �Á�%�)("QRS3�²%S¬"��òSu2�
w0��!"#$ÂÃ�ë=ì=íîï��3��w0�HX/0 3Ó

6,%'58��s!"QRS�ÏÐ%+)("Ø%"ÏÐàuÙ²{�

�3_w�H%©ØÚ¤3Ûi0�H3$w{6;"ëôõ@A@��Ü

3ÝÞHH4%"�ßà{áâàV5k[�u46ëôõ@ö÷=%¯Ø�

3�H4øù0HS¬5�Á�8h'(��s!"�#$%Ýw0ãäVfraud on 

���������������������������������
��`�QRS%+)(��^{
�%+7"ä03´µ8See, e.g., Adams, The Doctrine 
of Equivalents: Becoming a Derelict on the Waters of Patent Law, 84 Neb. L. Rev. 1113 
(2006); Adelman/Francione, The Doctrine of Equivalents in Patent Law: Questions that 
Pennwalt Did Not Answer, 137 U. Pa. L. Rev. 673 (1989); Allison/Lemley, The (Unnoticed) 
Demise of the Doctrine of Equivalents, 59 Stan. L. Rev. 955 (2007); Coniglia-
ro/Greenbery/Lemley, Foreseeability in Patent Law, 16 Berkeley Tech. L.J. 1045 (2001); 
Lichtman, Substitutes for the Doctrine of Equivalents: A Response to Meurer and Nard, 93 
Geo. L.J. 2013 (2005); Merges/Nelson, On the Complex Economics of Patent Scope, 90 
Colum. L. Rev. 839 (1990); Meurer/Nard, Invention, Refinement, and Patent Claim Scope: 
A New Perspective on the Doctrine of Equivalents, 93 Geo. L.J. 1947 (2005); Sarnoff, 
Abolishing the Doctrine of Equivalents and Claiming the Future after Festo, 19 Berkeley 
Tech. L.J. 1157 (2004); Thomas; Claim Re-Construction: The Doctrine of Equivalents in 
the Post-Markman Era, 9 Lewis & Clark L. Rev. 153 (2005); Vermont, op. cit. supra note 
64; Wagner, Reconsidering Estoppel: Patent Administration and the Failure of Festo, 151 U. 
Pa. L. Rev. 159 (2002).�
�Á��56 U.S. 330 (1853). 
�Á��339 U.S. 605 (1950). 
�Á��Id. at 607. 
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w$�%"QRHoÈ0H�i0�Á�8�

�``�×"�����!"¡�ç%©0 Hilton Davis Chem. Co. v. Warner-Jenkinson 

Co. � ��Á�%�)("Graver Tank �_� �#93��'"���ulÙ
�Ã�'"ëôõ@ö÷=���4ab�'55È"«OBM�B��í
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�X/0�H3�Ów0©^u/0�H'(�Á�"QR%&w0���"©
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differences test[�3ªe'58�

�i%Ýw0x�3=��ÁÁ"����s!"QRSu#$��� %©

ØçC�i5,�,"|5"VQRSu|ý¥�w0{6;[QR!¨�

©j%o£�i017,H)j-.%ÝA3�6i"QRS3��½w0

�HH{�58����s!"|I"�`��×�#$�� %©ØQRSu

æ]�i(!){)H'5�Á`8|5"]§J�ÊYø>6u"ÏÐ�ñþ

%Ýw0åçM�H'(\7¾7våX/0H'5�`�8�6%"kl@G

�w1(���^�u�^X/Ø"QR!"kl@GfÐH'(X!{*"

���������������������������������
�Á��Id. at 608.�
�Á��Cf. id. at 608.���íLû!"';';�)à�lPíLû �triple identity test��
HÄ;i08�

�Á��62 F.3d 1512 (Fed. Cir. 1995).�
�Á,�Id. at 1518.�
�Á��Cf. id. at 1521 et seq.�
�ÁÁ�Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U.S. 17 (1997).�
�Á`�Cf. id. at 25 et seq.�
�`��Cf. id. at 30.�
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